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DISCUSSION 

Upon entry of the present amendment, Claims 1-16 are pending in the application, of 
which, Claims 1, 1> 10, 13 and 16 are independent. New independent claim 16 is being added 
by the present amendment. 

The above-identified Office Action has been reviewed, the references carefully 
considered, and the Examiner's comments carefully weighed. In view thereof, the present 
Amendment is submitted. It is contended that by the present amendment, all bases of 
rejection set forth in the Office Action have been traversed and overcome. Accordingly, 
reconsideration and withdrawal of the rejection is respectfully requested. 

In item 2 of the above-identified Office Action, the Examiner rejected claims 1-15 
under 35 USC 1 02(b) as anticipated by Hatfield, US. patent 5,010,780. 

Applicant traverses this rejection, and requests reconsideration and withdrawal 
thereof. 

The Standard for Anticipation 

In the case of Motorola, Inc. v. Interdigital Technology Corp., 121 F. 3d 1461 (CAFC 1997), 

the Court of Appeals for the Federal Circuit stated: 

"For a prior art reference to anticipate a claim, the reference must 
disclose each and every element of the claim with sufficient clarity to prove its 
existence in the prior art (citation omitted). 'The (prior art) reference must 
describe the applicant's claimed invention sufficiently to have placed a person of 
ordinary skill in the field of the invention in possession of it' (citations omitted). 
Although this disclosure requirement presupposes the knowledge of one skilled 
in the art of the claimed invention, that presumed knowledge does not grant a 
license to read into the prior art reference teachings that are not there." 

The above-quoted passage is consistent with many previous cases of the Federal 
Circuit and with MPEP 2131, which reiterate the rule that in order to anticipate a claim, a 
reference must teach every element of the claim. 

Applicant respectfully submits that Hatfield does not disclose each and every element 
of applicant's claimed invention. 

Further, applicant lias amended claims 1, 3, 6, 7, 10, 12 and 13 herein to more 
particularly point out and distinctly claim the invention. 
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Applicant respectfully suggests that as amended, all of the claims patentabty 
distinguish over the teachings of Hatfield. Applicant therefore requests reconsideration and 
withdrawal of the Examiner's rejection of claims 1-15 under 35 USC 1 02(b) as anticipated by 
Hatfield. 

In item 3 of the Office Action, the Examiner rejected claims 13-14 under 35 USC 
1 02(b) as anticipated by Trammell, US patent 2,735,289. 

Applicant disagrees with, and traverses this ground of rejection. Applicant 
respectfully submits that Trammcll docs not disclose each and every element of applicant's 
claimed invention. 

Further, applicant has amended claim 13 herein to more particularly point out and 
distinctly claim the invention. Applicant therefore requests reconsideration and withdrawal of 
the Examiner's rejection of claims 13-14 under 35 USC 102(b) as anticipated by Trammcll, 

In item 5 of the Office Action, the Examiner rejected claims 1-15 under 35 USC 
103(a) as unpatentable over Brackmann, US patent 6,375,234 in view of Trammell. 

In item 6 of the Office Action, the Examiner rejected claim 15 under 35 USC 1 03(a) 
as unpatentable over Trammell. 

Applicant traverses this rejection, and requests reconsideration and withdrawal 
thereof. 

The Standard for Obviousness under Federal Circuit Law 
Applicant respectfully wishes to call the Examiner's attention to some relevant cases 
of the US, Court of Appeals for the Federal Circuit (CAFC). The CAFC was established in 
1 982 to bring national standards, and a certain level of conformity and continuity to Federal 
patent case law. Decisions of the Federal Circuit are relevant and helpful in giving guidance 
to private patent practitioners, as well as to the personnel of the U.S. Patent and Trademark 
Office. 
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The U.S. Court of Appeals for the Federal Circuit has said that a reference must be 
viewed in its entirety, Gore v. Garlock, 220 U-S,P.Q, 303 (CAFC 1983) and that it is 
impermissible to use the claims as a frame, and the references as a mosaic, to pick and choose 
selected pieces, out of context, to reconstruct the invention, Northern Telecom v. DatapoinU 
908 F.2d 931 (CAFC 1990), 

The U.S. Court of Appeals for the Federal Circuit has also said that that in order to 
combine references, the Examiner must show some motivation, suggestion, or teaching of the 
desirability of making the combination, In re DembiczaK 50 USPQ 2d 1614, 1617 (CAFC 
1999); and that the use of hindsight, in evaluating patentability, is improper, In re Werner 
Kotzab, 55 U.S P.Q. 2d 1313 (CAFC 2000); Gore v. Gartock> supra. 

Specifically, in Kotzab, supra, the CAFC stated: 

A critical step in analyzing the patentability of claims 
pursuant to section 103(a) is casting the mind back to the time of 
invention, to consider the thinking of one of ordinary skill in the 
art, guided only by the prior art references and the then-accepted 
wisdom in the field- See Dembiczak, 175 F.3d at 999, SO USPQ2d 
at 1 617. Close adherence to this methodology is especially 
important in cases where the very case with which the invention 
can be understood may prompt one "to fall victim to the insidious 
effect of a hindsight syndrome wherein that which only the 
invention taught is used against its teacher. " Td. 

Most, if not all inventions arise from a combination of old 
elements. See In re Roulfet, 149 F.3d 1350, 1357, 47 USPQ2d 
1453, 1457 (Fed. Cir. 1998), Thus, every clement of a claimed 
invention may often be found in the prior art. See id. However, 
identification in the prior art of each individual part claimed is 
insufficient to defeat patentability of the whole claimed invention. 
See id* Rather, to establish obviousness based on a combination of 
the elements disclosed in the prior art, there must be some 
motivation, suggestion or teaching of the desirability of making the 
specific combination that was made by the applicant (citations 
omitted). 

Applicant respectfully suggests that the Examiner appears to be evaluating applicant's 
invention using improper hindsight, picking and choosing selected portions of the references 
and combining those selected portions to reconstruct a mosaic of applicant's invention. 
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Applicant respectfully suggests that such an approach is not consistent with the standards set 
out in the above-quoted cases of the CAFC 

Further, applicant respectfully submits that even if the cited references arc 
hypothetically combined, for the sake of argument, the combination fails to produce 
applicant's claimed invention. 

Further, applicant has amended claims 1, 3, 6, 7, 10, 12 and 1 3 herein to more 
particularly point out and distinctly claim the invention* In particular, claims 1,10, and 13 
have each been amended to specify that the housing is adapted to be fixedly and non- 
adjustably installed in a vehicle door. This new limitation clearly distinguishes over the 
teaching of Trammell, in which a guard sleeve 40 includes movable spring-loaded detents 45 
and is adjustably movable between the raised position shown in Figure 8, and the lowered 
position shown in Figure 9 of the reference (Trammell, column 1 , line 67- column 2, line 2; 
also column 3, lines 66-74 and drawing Figures). 

Further, the apparatus of Trammell is designed to solve a different problem than the 
security problem being addressed by applicant's invention. The apparatus of Trammell is 
designed to temporarily block operation of the lock button by children passengers seated in 
the vehicle (Trammell, column 1, lines 33-44). 

Applicant respectfully suggests that as amended, all of the claims patcntably 
distinguish over the teachings of all of the references, considered either individually or in any 
reasonable combination thereof. 

Applicant therefore requests reconsideration and withdrawal of the Examiner's 
rejection of claims 1-15 under 35 USC 103(a) as unpatentable over Brackmann, US patent 
6,375,234 in view of Trammell, as well as the rejection of claim 15 under 35 USC 103(a) as . 
unpatentable over Trammell, 
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Applicant also introduces new independent claim 1 6 in the present amendment, which 
is a Jepson claim to a vehicle incorporating applicant's novel anti-theft sill knob and cable 
assembly. Applicant respectfully submits that claim 16 patentably distinguishes over all 
known references, considered either singly or in any reasonable combination thereof. 

Conclusion 

Applicant respectfully suggests that as presently amended, all of the pending claims 
are believed to be allowable. 

It is applicant's contention that no possible reading of the references, cither singly or 
in any reasonable combination, can be viewed as teaching applicant's claimed invention. 

For all of the above mention ed reasons, applicant requests reconsideration and 
withdrawal of the rejection of record, and allowance of the pending claims. 

Applicant respectfully submits that all of the above amendments are fully supported 
by the original application. Applicant also respectfully submits that the above amendments 
do not introduce any new matter into the application. 

The Commissioner is hereby authorized to charge $200.00 for one additional 
independent claim in excess of three, and is authorised to charge any deficiency to Deposit 
Account 50-0744 in the name of Carrier, "Blackman & Associates, P.C. A duplicate copy of 
this sheet is enclosed. 

Favorable consideration is respectfully requested. 



Customer No. 21828 

Carrier, Blackman & Associates, P<C 

24101 Novi Road, Suite 100 

Novi, Michigan 48375 

January 6, 2005 



Respectfully submitted, 




William D. Blackman 
Attorney for Applicant 
Registration No. 32,397 



(248) 344-4422 
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1 hereby certify that this correspondence is being transmitted, via facsimile, to 
Examining Group 1 761 of the United Statesi^atent and 'jJradegSark Office on January 6, 2005, 
at the number (703) 872-9306. 
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